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DETAILED ACTION 
Besponse to Amendment 

1. Applicant's request for reconsideration of the finality of tlie rejection of the last Office 
action is persuasive and, therefore, the finality of that action is withdrawn. The amendment after 
final rejection filed January 22, 2003 has therefore been entered- 

Double Patenting 

2. The obviousness-type double patenting rejection made in the previous Office action is 
hereby WITHDEAWN: the claims now require the article placed on the surface of the substrate 
to comprise both the meltrflowable composition and the dimensionaUy stable film, however the 
polymeric cap recited in the claims of George et al. (5,964,979) when interpreted in Ught of the 
specification caahot be a film and stiU perform its required function, therefore it would not have 
been obvious to provide the polymeric cap in the form of a dimensionaUy stable fihn as would be 
required in order to meet the limitations of the instant claims in this appUcation. Also, it should 
be noted that although the continuation of this application in Johnson et al. (6,030,701) claims 
substantially overlapping subject matter with this appHcation, no double patenting rejection is 
made with respect to the Johnson et al. (6,030,701) claims because they are directed to the article 
rather than the method of using the article claimed in this application. MnaUy, it should be 
noted that although the continuation of parent appUcation 08/150,698 in Johnson et al 
(6,485,589) claims substantiaUy overlapping subject matter with this appHcation, no double 
patenting rejection is made with respect to the Johnson et aL (6,485,589) claims because tiiey 
require placing on the surface an article comprising a plurality of melt-flowable layers and 
heating the article to cause the articJeto flow and conform to the surface, which is inconsistant 
with the instant claim language in this appUcation requiring the article being heated to include 
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a dimesionaJIy stable film which by definition (specification p. 87 lines 11-19 and p. 28 lines 9- 
13) does not flow during the heatiag step. 

Claim Bejections - 35 USC§ lie 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

S r^^r*'"" * "^^"^ description of the invention, and of the mariner and process of maJdng 

and using !(, in such full, clear, concise, and exa^t terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claiiris 18, 29, and 31 axe rejected under 35 U.S.C. 112, first paragraph, as faUing to 
comply with the written description requirement The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skiUed in the 
relevant art that the inventor(s), at the time the appUcation was filed, had possession of the 
claiined invention. This is a new matter rejection. 

In claims 18 and 29 appUcauts recite that the substantiaUy smooth, paint receptive 
surface of the dimensionally stable film comprises "a thermosetting epoxy-polyester blend", 
however the original disclosure only supports the substantiaUy smooth, paint- receptive surface of 
the dimensionally stable film comprising - a thermosetting epoxy-polyester blend fihn - 
(specification p. 30 lines 8-12). 

One way to overcome this rejection would be to amend claim 18 such that in line 4 after 
"blend" is inserted - fihn - , amend claim 29 such that in line 10 after "blend" is inserted - fihn 
-- , and rfewrite claim 31 as -- 

31. (currently amended) A method according to claim 29 wherein said dimensionaUy 
stable fihn comprises an oriented polyester fihn [provided on one! whose substantiallv smooth. 
paintreceptive surface [withl comprises a thermosetting epoxy-polyester blend film 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The six^ification shaU cdncM^ witli one or more claims particularly pomting out and distmclly claiming the 
subject matter which the apphcaat regards as his invention. 

6. Claims 18, 20, 29, and 31 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for faiUng to pajticularly point out and distinctly claim the subject matter which 
applicant r^ards as the invention. 

See the new matter rejection in paragraph 4 above concerning the antecedent basis 
problems with the substantially smooth, paint- receptive surface of the dimensionaUy stable film 
comprising "a thermosetting epoxy-polyester blend" in claims 18, 29, and 31 (in the instant claim 
language it is iiot clear that the thermosetting epoxy-polyester blend is present m addition to the 
material of the dimensionaUy stable fihn). Also, in claims 29 and 31 the term "painl. receptive" is 
meaningless without the positive step of applying paint to the paint- receptive surface as in claims 
17 and 27 because there is no definition in the specification for what makes a surface paini. 
receptive" other than actually receiving paint (any surface is capable of "receiving" painl, there 
being no requirement that paint would adhere to the surface to any particular degree once 
applied to the surface). Finally, in claim 20 it is not clear what is required by the step of bonding 
a "component" to the surface of the fibn; for purposes of this examination this language wiU be 
interpreted as bonding anything to the surface of the film, including paint or another decorative 
layer, but clarification is required 

dadm Rejections - 35 USC§ 102 
7. The foUowing is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign countay or in public nse or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

(e) flie mvention was described in (1) application for patent, published under section 122(b), by another fUed 
m the Umted States before the invention by the applicant for patent or (2) a patent granted on an appUcation for 
patent by another filed m the United States before the invention by the appUcant for patent, except^at an 
mtemational application filed under the treaty defined in section 351(a) shallhave the effects for purposes of 
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this sul^ection of an application filed in ihe United States only if the international appHcation designated the 
United States and was published under Articte 81(3) of such treaty in the EngUsh language. 

8. Claims 6, 7, 16, and 21-24 aie rejected under 35 U.S.C. 102(b) as being anticipated by Scott 
(2,061,678) or, alternatively, Amberg et al. (3,697,369). 

See the entire document of Scotl, especially the embodiments of Figures 1-4: composite 
film coinprising film 2 and meh^flowable skin 1 preferably of thermoplastic synthetic resin is 
applied to base material 3 under heat and pressure lower than that which would affect the fihn 
in order to protect, ornament or finish the base material (p. 1 col. 1 line 5 - col. 2 line 9: the film 
is therefore "dimensionaUy stable" by appUcants' definition, specification p. 27 lines 11-19 and p. 
28 Hues 9-13) and is subsequently cooled to provide a bonded or welded product; skin 1 does not 
flow substantiaJly beyond the film 2 (Figures 2-4, p. 3 col. 2 lines 15-65 and specific simulated 
photograph embodiment P- 2 col. 1 line 49 - col. 2 line 66) and therefore the film 2 is inherently 
"controlling the meltrflow behavior" of the skin 1 to "substantially confine" the skin 1 to the area 
between the fihn 2 and the base material 3; f ihii 2 has substantially smooth surface topography 
and retains this substantiaUy smooth surface topography after cooling (see Figures 1-4, p. 2 coL 2 
line 67 - p. 3 col. 2 line 65 especially p. 3 col. 1 lines 51-60 and specific simulated photograph 
embodiment, p. 2 col. 1 line 49 - col. 8 line 66). Note that with respect to any inherent feature 
discussed above, the reasoning supplied in the discussion provides sufficient basis for the 
examiner to infer that the feature is inherent; burden is therefore shifted to appUcants to show 
lack of inherency (see for example the case law cited in MPEP 2112-2112.02). 

Alternatively, see Amberg et aL coL 2 line 5 - col. 8 line 10: a polypropylene fihn liner 10 
having a decorative design 16, 18 printed on tiie underside thereof and a polyethylene layer 20 
coated on and overlying the decorative design is bonded to a paper pulp base receptacte 26 under 
heat and pressure; the polyetiiylene is rendered tacky or molten by the heating and thus flows 
into the interstices between the fibers of the base receptacle 26 and, upon cooling, grips the fibers 
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and becomes firmly bonded thereto while leaving the polypropylene film Hner 10 unaffected such 
that the polypropylene f ihn retains ite hard, smooth, glossy finish and its transparent nature 
throughout the bonding step and the designs 16 and 18 show clearly through the polypropylene 
film and present the desired attractive appearance (f ihn Uner 10 therefore has substantiaUy 
smooth surface topography substantially retained during oooUng and dimensional stability 
within applicants' definition, specification p. 27 lines 11-19 and p. 28 lines 9-13XcoI. 2 line 66 - 
col. 3 line 6 and col. 6 line 49 - coL 7 line 29); providing excess Hner material subsequently 
trimmed from the base receptacle 26 assures that the polyethylene flows over the entire upper 
surface of the base receptacle (coL 7 Hues 51-60). Note that with respect to any inherent feature 
discussed above, the reasoning suppHed in the discussion provides sufficient basis for the 
examiner to infer that the feature is inherent; burden is therefore shifted to appHcants to show 
lack of inherency (see for example the case law cited in MPEP 2112-2112.02). 
9. Claims 6, 7, 12, 13, 16, and 21-24 are rejected under 35 U.S.C. 102(b) as being anticipated 
by U.S. Defensive Publication T867,006 or, alternatively, Bialy (3,013,919). 

See the specification of T867,006 pp. 1-12: emulsion- coated photographic fihn or paper is 
spHced with spliciug tape comprising a flexible support of polymeric film which is preferably 
oriented polyethylene terephthalate MYLAR fihn (because is chemicaUy inert, dimensionaUy 
stable, and extremely strong) and a layer of activated polyolefm which is preferably polyethylene 
or polypropylene by application of heat and pressure to achieve bonding; bonding is achieved "by 
applying heat and pressure to cause the polyolefin to flow and to force it into contact with the 
emulsion surface" (p. 2 lines 17-19); flexible support functions "to keep the molten polyolefin in 
place after release of the pressure and during the time that it is cooUng" (p. 2 lines 24-26); the 
flexible support must inherently have a substantially smooth surface topography, retained after 
cooling (otherwise it would not be chemicaUy inert, dimensionally stable, and extremely strong as 
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disclosed above), as well as a small as possible thickness "so as to minimize the tendency of the 
splice to form impressions in adjacent convolutions of the [photographic] fihn or paper when it is 
roUed" (p. 3 lines 12-16) and to avoid interfering with subsequent photographic processing of the 
spliced photographic fihn or paper. As to claiiiis 21-34, the MYLAR fihn flexible support is 
dimensionaUy stable and therefore inherently meets these low shrinkage limitations. Note that 
with respect to any inherent feature discussed above, the reasoning supplied in the discussion 
provides sufficient basis for the examiner to infer that the feature is inherent; burden is therefore 
shifted to applicants to show lack of inherency (see for example the case law cited in MPEP 
2112-8112.02). 

Alternatively, see Bialy entire document the laminated strap comprises a plastic base 
strip 12 and a covering strip 14 comprising bottom 16 of plastic compatible with the plastic of the 
base strip, such as polyethylene, and upper metaUized MYLAR film 86 having substantially 
smooth surface 38 both before and after lamination (col. 2 lines 13-38 and 65-68XMYLAR is a 
dimensionaUy stabte oriented polyethylene terephthalate fihn as noted above); the covering strip 
is adhered to the base strip by heat causing a direct fusion or welding of the plastic bottom 16 
with the plastic base strip 12, and the edges of the covering strip are turned downward and 
inward to embed them into the side edges of the base skip (and therefore during the fusion or 
welding of the plastic bottom 16 with the plastic base strip 18 the plastic bottom 16 cannot flow 
substantially beyond the edges of the film 26)(col. 1 line 59 - col. 2 Line 3). As to claims 21-24, the 
MYLAR fihn 26 is dimensionaUy stable and therefore inherently meets these low shrinkage 
Umitations. Note that with respect to any inherent feature discussed above, the reasoning 
suppUed in the discussion provides sufficient basis for the examiner to infer that the feature is 
inherent; burden is therefore shifted to applicants to show lack of inherency (see for example the 
case law cited in MPEP 2112-2118.02). 
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10. Claims 6, 8, 16, 21-24 rejected under 35 U.S.C. 102(b) as being anticipated by Douglas et 
al. (2,647,849). 

See entire document lettering film 10, consisting of decorative weather-resistant 
protective film layer 12 and non-tacky heat activatible waterproof adhesive layer 11, is applied to 
a work surface such as reflex- reflective beaded surface 16 under heat and pressure to permanently 
bond the fihn 10 to the surface 16, the adhesive conforming to the irregular surface of the work- 
piece while leaving the weather- resistant decorative layer 12 unchanged (col. 2 Une 51 - col. 3 line 
41Xtherefore the fihn layer 12 is "dimensionally stable" by appUcants' definition, specification p. 
27 Unes 11-19 and p. 28 lines 9-13, and the surface topography of the fiha layer 12 is 
substantially retained upon cooling); the adhesive does not flow past the boundaries of the 
decorative fihn so that the axlhesive will not interfere with the reflex- reflection of the underlying 
beaded surface 16 (col. 1 line 48 - col. 2 Une 36). As to claim 8, the permanent nature of the bond 
requires the heat activatible adhesive to be thermosetting; also, the adhesives used in the 
examples are thermosetting. As to claim 16, the exemplary surface topography is smooth and 
glossy (col. 5 lines 8-66). Note that with respect to any inherent feature discussed above, the 
reasoning suppUed in the discussion provides sufficient basis for the examiner to infer that the 
feature is inherent; burden is therefore shifted to applicants to show lack of inherency (see for 
example the case law cited in MPBP 2112-2112.02). 

11. Claims 6, 8, 16, and 20-24 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Marshall et al. (2,789,155). 

See entire document especially Examples 1-5: a heat-curable adhesive tape comprises a 
cured, elastomeric organopolysiloxane fihn backing 1 and a hea<.curable organopolysiloxane 
adhesive layer 2; the fihn backing is preferably made by calendering such as by passing the 
material through squeeze roUs, thereby imparting a substantially smooth surface topography to 
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the film, and then cured to form a thin fihn as shown in Figure 1 (col. 3 lines 35-69, col. 6 lines 
3-8 and coL 9 lines 38-47: the curing of the fihn backing renders the surface topography of the 
f ihn impervious to the eff ecte of the subsequent bonding heat and pressure and renders the film 
"dimensionaUy stable" by appUcants' definition, specification p. 27 lines 11-19 and p. 28 Unes 9- 
13); adhesive tape is half-lap wound around a copper bar, then heat and pressure are appUed to 
cause the a^esive to flow and form essentiaUy void-free bonds with the copper bar and the film 
backing of the adjacent overlapped winding of the axlhesive tape upon curing of the axlhesive as 
in Figure 2 while maintaining adhesion in both the unvulcanized (uncured) and vulcanized state 
of the axlhesive layer to the fihn backing either prior to winding or after winding (adhesive layer 
does not substantially flow beyond the fihn backingXcoL 4 line 26 - col. 5 line 14, col. 7 line 34 - 
col. 8 line 18, and col. 9 lines 1-56). Note that with respect to any inherent feature discussed 
above, the reasoning supplied in the discussion provides sufficient basis for the examiner to infer 
that the feature is inherent; burden is therefore shifted to appUcants to show lack of inherency 
(see for example the case law cited in MPEP 2112-2112.02). 

12. Claims 6, 8, 9, 16, and 21-24 axe rejected under 35 U.S.C. 102(e) as being anticipated by 
Shimizu et al. (5,126,188) (note that if this rejection is overcome by means other than amending 
the claims to distinguish over the reference the examiner will consider 102(b) rejections based on 
the Japanese equivalents JP 3-10545 U, JP 3-208221 A, and JP 4-28724). 

See col. 2 lines 34-46, coL 2 line 64 - col. 5 line 68, and Examples 1-10: fihn-coated shaped 
material used for sealing an electronic part is "blanked in a shape in conformity with the 
configuration of the portion of the electronic part to be sealed" (col. 5 lines 10-13), has liigh 
shape retentivity" (col. 2 lines 34-36), and comprises aplastic film "diminished in warping 
property" (coL 4 lines 63-64)(therefore the fibn is "dimensionaUy stable" by applicants' definition, 
specification p. 27 lines 11-19 and p. 28 lines 9-13, and could have no substantial shrinkage 
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during the heating step due to the required coverage of the portion of the electronic part to he 
sealed); the plastic fihn "gives excellent smoothness and gloss to the surface of the cured seal" 
(substantially smooth surface topography substantially retained during cooling) and has a 
thickness of 10 to 1000^ to control by surface tension the flow of the sealing material when 
melted by heating and thereafter cured and adhered by continued heating (col. 4 lines 48-56 and 
col. 5 Unes 24-68); an exemplary seaUng material is a thermosetting epoxy-polyester blend 
(Examples 1, 3, 5, 7, and 9: thermoplastic polyester is highly crystalline, so blend with epoxy is 
semicrystalline). Note that with respect to any inherent feature discussed above, the reasoning 
suppHed in the discussion provides sufficient basis for the examiner to infer that the feature is 
inherent; burden is therefore shifted to appUcants to show lack of inherency (see for example the 
case law cited in MPEP 2112-2112.08). 

13. Claims 6-8, 16, 17, and 20-24 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Artzt (2,739,919). 

See entire document coating film 24 is cast on the smooth surface of carrier strip 12 and 
soUdif ied (cured) before depositing thereon an adhesive film of the thermal fusion 
(thermoplastic) or thermosetting type (therefore the film is "dimensionally stable" by appUcants 
definition, specification p. 27 lines 11-19 and p. 28 Unes 9-13); coating film 24 witii the adhesive 
film thereon is bonded to a fabric or material to be coated 34 under heat and pressure sufficient 
to fuse tiie adhesive to the fabric or material beiug coated 34, leaving the surface of the coating 
film smooth after bonding (coL 4 Unes 50-54); after the adhesive passes under doctor blade 20 
past guides 18 it is confined within the surface of the coating fibu 24, tiius the coating film 24 
ensures complete adhesive coverage of the surface of Uie fabric or material being coated 34 (col. 3 
Unes 19-54); an inked or painted impression can be appUed to the smooth surface of tiie coating 
fihn 24 simultaneously witii the formation of the coating film 24 (col. 4 Imes 32-37); coating fiUn 
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84 by definition does not shrink once soHdif ied (cured), and further one of ordinary skill in the 
art would understand that the coating fihn 34 does not shrink during the bonding step in view of 
the disclosure that if the fabric or material to be coated 34 would normally shrink during the 
bonding step it must be pre-shrunk so that "no distortion of the lamination wiU occur" during the 
bonding step "to ensure the dunensional stability of the lamination' (col. 3 line 66 - col. 4 line 8). 
Note that with respect to any inherent feature discussed above, the reasoning supplied in the 
discussion provides sufficient basis for the examiner to infer that the feature is inherent; burden 
is therefore shifted to applicants to show lack of inherency (see for example the case law cited in 
MPEP 8118-8118.08). 

14. Claims 6, 7, 16, and 38 are rejected under 35 U.S.C. 108(b) as being anticipated by Kline et 
al. (8,631,947). 

See Kline et al. col. 1 line 1 - col. 4 line 11, col. 7 line 58 - coL 8 line 46, and Example 49: 
heat sealing adhesive tape such as hot iron mending or ornamental tape for household fabrics 
and laundry goods comprises a usually porous nonfibrous fihn backing, an inner higher 
softening thermoplastic adhesive layer, and an outer lower softening thermoplastic adhesive 
layer, the two adhesive layers being compatible when melted and blended together during 
bonding; a piece of the tape is placed adhesive side down over a torn portion of fabric to be 
mended or a portion of fabric to be ornamented, then heat and pressure sufficient to make the 
adhesive soften and flow are applied by a hot iron such that after cooling the adhesive forms a 
bond between the tape and the fabric without the adhesive flowing beyond the fihn backing (col. 
1 line 44 - col. 8 line 15 and col. 7 line 68 - col. 8 line 8); the fihn backing prevents undue 
penetration of the adhesive into the body of the backing and consequent loss of adhesive body on 
the surface of the backing (col. 1 lines 86-30) and separates the adhesive from the hot iron during 
bonding, so the fihn backing caanot melt or flow during bonding (which makes the fihn backing 
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"dimensionaJly stable" by applicants' definition, specification p. 87 lines 11-19 and p. 88 lines 9- 
13) and thus substantially maintains its surface topography after cooling; the film backing must 
not have an irritating "feel" (col. 3 lines 16-18) and therefore the surface topography of the fihn 
must be substantially smooth; the two adhesive layers cooperate to provide sufficient mutual 
anchorage and satisfactory reinforcement of the weaker low softening layer (col. 8 line 16 - col 3 
line 33). Note that with respect to any inherent feature discussed above, the reasoning supplied in 
the discussion provides sufficient basis for the examiner to infer that the feature is inherent; 
burden is therefore shifted to appUcants to show lack of inherency (see for example the case law 
cited in MPEP 8118-8118.02). 

15. Claims 6-8, 18, 13, 16, 80-84, and 38 are rejected under 35 U.S.C. 108(b) as being 

anticipated by Stow (4,568,609). 

See entire document tape in Figure 1 comprises electrically insulating sheet or backing 

11 of biaxially oriented polyethylene terephthalate fihn heat-treated to develop superior thermal 

dimensional stabiHty, first adhesive layer 13 of thermosetting pressure-sensitive "hot-tackifying" 
acryUc terpolymer A having a Tg of 80°C, electrically insulating adhesive layer 15 of 
thermosetting pressure- sensitive "hot-tackifying" acrylic terpolymer B having a Tg of 0°C (coL 7 
line 35 - col. 8 line 7). When the tape is bonded to substrate 18 in Figure 8, the substantiaUy 
smooth surface topography of the fihn 11 is retained; adhesive layer 13 blends with adhesive layer 
15 such that the higher-Tg acrylic terpolymer A contributes greater firmness at room temperature 
and the lower-Tg acrylic terpolymer B contributes ready flowabiHty and assists in formation of 
the desired adhesive bond (col. 6 lines 1-84 and coL 8 Unes 85-30); the film 11 must substantiaUy 
confine the adhesive within the borders of the fihn (col. 6 line 31 - coL 7 line 6) in order to fulfill 
its function of connecting the terminal pads of a printed circuit board (col 1 line 13 - coL 8 line 
88 and col. 8 lines 8-84). As to claim 7, the adhesive may be thermoplastic (col. 4 Une 66 - col. 5 
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line 5). As to claim 20, a release liner or low-adiesion backsize may be bonded to the surface of 
fiJm 11 (coL 7 lines 7-11). As to claims 21-34, the film 11 is dimensionally stable and therefore 
inherently meets these low shrinkage limitations. Note that with respect to any inherent feature 
discussed above, the reasoning supplied ia the discussion provides sufficient basis for the 
examiner to infer that the feature is inherent; burden is therefore shifted to applicants to show 
lack of inherency (see for example the case law cited in MPEP 2112-8112.02). 

Claim BejectioDs - 35 USC § 103 

16. The foUowing is a quotation of 35 U.S.O. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identicaUy disclosed or described as set forth in 
seckon 103 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shaU not be negatived by the 
manner in which the invention was made. 

17. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. AppUcant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor aad iavention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

18. Claims 6, 7, 16, and 21-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Scott (2,061,678) or, alternatively, over Amberg et al. (3,697,369). 

See paragraph 8 above: with respect to Scott, the reference teaches that the fihn must not 
be affected by the heat and pressure during the bonding or welding to the base material; this is 
especiaUy true in the specific simulated photograph embodiment (p. 2 col. 1 line 49 - col. 2 line 
66) where any shrinkage of the film would prevent the faithful reproduction of the image. It 
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would therefore have been obvious to one of ordinary skill in the art to f oUow the teachings of 
the reference by choosing the parameters in the above method such that the f ihn did not shrink 
during the bonding or welding to the base material under heat and pressure. Also, the reference 
teaches that the composite fihn is appUed in order to protect, ornament or finish the base 
material; this is especially true in the specific simulated photograph embodiment (p. 2 col. 1 line 
49 - col. 2 line 66) where flow of the skin beyond the area between the fihn and the base material 
would prevent the faithful reproduction of the image. It would therefore have been obvious to one 
of ordinary skill in the art to follow the teachings of the reference by choosing the parameters in 
the above method such that the skin does not flow substantially beyond the area between the film 
and the base material during the bonding or welding of the fihn to the base material (thus 
fulfilling the composite f ihn's protective, ornamental and finishing functions). 

Alternatively, see paragraph 8 above: with respect to Amberg et al., the reference teaches 
that the fihn Uner must be unaffected by the bonding heat and pressure such that the 
polypropylene fihn retains its haxd, smooth, glossy finish and its transparent nature throughout 
the bonding step and the designs 16 and 18 show clearly through the polypropylene film and 
present the desired attractive appearance. It would therefore have been obvious to one of ordinary 
skiU in the art to foUow the teachings of the reference by choosing the parameters in the above 
method such that the film liner did not shrink during the bonding to the base receptacle under 
heat and pressure. 

19. Claims 6, 7, 12, 13, 16, and 21-84 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Defensive Publication T867,006 or, alternatively, over Bialy (3,013,919). 

See paragraph 9 above: with respect to T 867,006, it would have been obvious to one of 
ordinary skill in the art to f oUow the teachings of the reference by providing the flexible support 
with a substantially smooth surface topography, retained after cooling (otherwise it would not be 



ApplicationyControl Number: 08/421,055 td . 1,= 

' "age 15 

Art Unit 1733 

chemically inerl, dimensionally stable, and extremely strong as disclosed above), as weU as a 
small as possible thiclmess "so as to mininme the tendency of the splice to form impressions in 
adjacent convolutions of the [photographic! fihn or paper when it is rolled" (p. 3 lines 12-16) and 
to avoid interfering with subsequent photographic processing of the spliced photograpMc film or 
paper. As to claims 21-34, it would have been obvious to one of ordinary skill in the art to prevent 
shrinkage of the flexible support during bonding in order to avoid distortion of the photographic 
film or paper at the spHce regions, thereby assuring that the spHced photographic film or paper 
can fulfill its function by undergoing subsequent photographic processing. 

Alternatively, see paragraph 9 above: with respect to Bialy, it would have been obvious to 
one of ordinary skill in the art to provide the metallized MYLAE film with a substantiaUy 
smooth surface 32, both before and after lamination (due to ite dimensional stability), and to 
prevent shrinkage of the fihn during lamination so as not to detract from the metallized finish of 
the film surface. 

20. Claims 6, 8, 16, and 21-24 axe rejected under 35 U.S.C. 103(a) as being unpatentable over 
Douglas et al. (2,647,849). 

See paragraph 10 above: it would have been obvious to one of ordinary skill in the art to 
follow the teachings of the reference by choosing the parameters in the above method such that 
the axlhesive does not flow past the boundaries of the decorative fihn so that the adhesive will not 
interfere with the reflex- reflection of the underlying beaded surface 16 (coL 1 line 48 - col. 2 line 
36). 

21. Claims 6, 8, 16, and 20-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Marshall et al. (2,789,155). 

See paragraph 11 above: the reference teaches to maintain adhesion in both the 
unvulcanized (uncured) and vulcanized state of the adhesive layer to the fihn backing either 
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prior to winding or after winding to assure that a good bond is formed between the adhesive layer 
and either the surface to which it is adhered or to the cured film backing (adhesive layer does not 
substantiaUy flow beyond the f ihn backing upon curing of the adhesive)(coL 4 line 64 - coL 5 Une 
3). It would therefore have been obvious to one of ordinary skiU in the art to foUow the teachings 
of the reference by choosing the parameters in the above method such that the adhesive layer does 
not substantially flow beyond the fihn backing upon curing of the adhesive. 
22. Claims 6, 8, 9, 16, 21-24, and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Shimizii et al. (5,126,188) (note that if this rejection is overcome by means other than 
amending the claims to distinguish over the refereince the examiner wUl consider rejections based 
on the Japanese equivalents JP 3-10545 U, JP 3-208221 A, and JP 4-28724). 

See paragraph 12 above: the reference teaches that the film-coated shaped material used 
for sealing an electronic part is blanked in a shape in conformity with the configuration of the 
portion of the electronic part to be sealed" (col. 5 Hues 10-13), has "high shape retentivity" (col. 2 
lines 34-36), and comprises a plastic fibn "diminished in warping property" (col. 4 Hnes 63-64) 
and that the plastic film "gives excellent smoothness and gloss to the surface of the cured seal" 
(coL 5 lines 58-60), therefore it would have been obvious to one of ordinary s kill in the art to 
foUow the teachings of the reference by making the fihn "dimensionaUy stable" by appHcants' 
definition, specification p. 27 lines 11-19 and p. 28 Hnes 9-13, with no substantial shrinkage 
during the heating step in order to maintain the required coverage of the portion of the electronic 
part to be sealed, and to provide the film with a substantiaUy smooth surface topography before 
bonding in order to asssure that the surface topography after bonding is sufficient to obtain the 
required "exceUent smoothness and gloss". As to claim 28, the plastics film may be polyester (coL 
4 lines 48-62) and oriented polyester film such as MYLAR is notoriously weU known to possess 
dimensional stability; it would therefore have been obvious to one of ordinary skiU in the art to 
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use oriented polyester film such as MYLAR as the plastics film in the above method in order to 
obtain the required "high shape retentivity" and "diminished warping property" in the plastics 
fihn. 

23. Claims 6-8, 16, 17, and 20-24 axe rejected under 35 U.S.C. 103(a) as being unpatentable 
over ATt25t (2,739,919). 

See paragraph 13 above: it would have been obvious to one of ordinary skill in the art to 
foUow the teachings of the reference by ensuring that the coating fihn 24 confines the adhesive 
within the borders of the coating fihn 24, thus providing complete coverage by the adhesive of the 
surface of the fabric or material being coated 34, and that the coating fihn 24 did not shrink 
during the bonding step so that "no distortion of the lamination will occur" during the bonding 
step "to ensure the dimensional stabUity of the lamination" (col. 3 line 66 - col. 4 line 2). 

24. Claims 6, 7, 16, 21-24, and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kline et al. (2,631,947). 

See paragraph 14 above: it would have been obvious to one of ordinary skiU in the art to 
follow the teachings of the reference by making the fihn backing confine the adhesive to the 
borders of the fihn so that the a^esive would not flow beyond the film backing to make an 
unsightly bond (col. 1 line 44 - coL 2 Une 15 and col. 7 Une 58 - col. 8 line 2); by making the fihn 
"dimensionally stable" by appUcants' definition, specification p. 27 lines 11-19 and p. 28 lines 9- 
13, with no substantial shrinkage during the heating step in order to prevent undue penetration 
of the a^esive into tiie body of the backing and consequent loss of adhesive body on the surface 
of the backing (col. 1 lines 26-30), to separate the adhesive from the hot iron during bonding (col. 
7 line 68 - col. 8 line 2), and to avoid puckering in the bonded area which would also result in an 
unsightly bond; and by substantially retaining a smooth fihn surface topography in order to 
avoid having an irritating "feel" (col. 3 lines 16-18). 
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85. Claims 6-8, 12, 13, 16, 80-24, and 32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Stow (4,568,602). 

See paragraph 15 above: it would have been obvious to one of ordinary skill in the art to 
follow the teachings of the reference by maJung the fihn 11 substantially confine the adhesive 
within the borders of the film (col. 6 line 31 - col. 7 line 6) in order to fulfill its function of 
connecting the terminal pads of a printed circuit board (coL 1 Hne 13 - col. 2 line 28 and coL 8 
lines 8-24). As to claim 7, the adhesive may be thermoplastic (coL 4 line 66 - col. 5 line 5). As to 
claim 20, a release liner or low-adhesion backsize may be bonded to the surface of film 11 (col. 7 
Hues 7-11). 

26. Claims 10 and 11 are rejected under 35 U.S.G 103(a) as being unpatentabte over U.S. 
Defensive PubUcation T867,006 or, alternatively, Bialy (3,013,919) as applied to claims 6, 7, 12, 
13, 16, and 21-24 above, or over Artzt (2,739,919) as appUed to claims 6-8, 16, 17, and 20-24 above, 
and further in view of I^atherman et al (4,877,679) and Leatherman et ai (4,892,779). 

See paragraph 19 above: with respect to T867,006, it would have been obvious to one of 
ordinary skill in the art to make the splicing tape flexibte support polymeric fihn from biaxiaUy 
oriented ultra high molecular weight mioroporous polyolefin film because such fihns, like the 
exemplary MYLAR fihn, have the required strength and dimensional stability and are 
particularly weU suited to bonding to polyolefins such as the polyethylene or polypropylene 
splicing tape bonding layer (Leatherman et aL '679 col. 1 line 1 - col. 2 line 36, col. 11 lines 24-32, 
and coL 14 lines 9-16 and Leatherman et al. '779 coL 1 Une 1 - coL 2 line 2, col. 8 lines 41-56, coL 
10 lines 58-66, and col. 14 lines 19-26). 

Alternatively, see paragraph 19 above: with respect to Bialy, it would have been obvious to 
one of ordinary skill in the art to make the covering strip upper fihn 26 from decoratively printed 
biaxially oriented ultra high motecular weight microporous polyolefin fihn because such fihns, 
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like the exemplaxy metallia^d MYLAE film, have strength and dimensional stability and are 
particulaxly well suited to bonding to polyolefins such as the polyethylene bottom 16 
(Leatherman et al. '679 col. IHne 1 - col. 2 line 36, coL 11 lines 24-32, col. 11 line 64 - coL 12 line 
44, and col. 14 lines 9-16 and I^atherman et al. '779 col. 1 line 1 - col. 2 hue 2, coL 8 lines 41-56, 
coL 10 Unes 58-66, and col. 14 lines 19-26). 

Alternatively, see paragraph 23 above: it would have been obvious to one of ordinary sMU 
in the art to maie coating film 24 from ultra high molecular weight microporous polyolefin 
because such fihn also has dimensional stabiHty (does not flow once soUdif ied) and is 
particularly weU suited to ax^pt inked or painted impressions (Leatherman et al. '679 col. 1 lines 
5-10, coL 2 lines 26-35, col. 12 lines 3-44, and col. 12 line 62 - col. 13 line 3 and Leatherman et al. 
'779 col. 1 lines 10-15, col. 1 line 60 - coL 2 line 2, col. 11 line 47 - col. 12 line 34, and coL 12 line 
58 - col. 13 line 3). 

27. Claims 18, 19, and 29 are rejected under 35 U.S.O. 103(a) as being unpatentable over Artzt 
(2,739,919) as appUed to claims 6-8, 16, 17, and 20-24 above, and further in view of the admitted 
prior art 

See paragraph 23 above: the claimed fihn of thermosetting epoxy-polyester blend or 
ethylene-vinyl alcohol is a conventional adhesion promoter to standard paints and primers, as 
evidenced by appUcants (specification p. 30 lines 8- 12) for example; it would therefore have been 
obvious to one of ordinary skiU in the art to pn,vide the coating fihn 24 with such a conventional 
adhesion promoter to the inked or painted impressions. 

28. Claims 6, 8, 16, 17, 20, and 25-27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Japanese Patent Application 1-152049 A in view of Shimizu et al. (5,126,188) (note that if 
this rejection is overcome by means other than amending the claims to distinguish over the 
reference the examiner wiU consider rejections based on the Japanese equivalents JP 3-10545 U, 
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JP 3-208221 A, and JP 4-28724) and Eeaney (5,162,U9) (note that if this rejection is overcome by 
means other than amending the claims to distinguish over the reference the examiner will 
consider rejections based on equivalent WO 91/18069). 

The only difference between the prior art roof diteh seaUng method and the claimed 
method is that the sealing tape forming the substantiaUy smooth, paint receptive surface for 
subsequent painting is not provided with a dimensionally stable fihn backing, as evidenced by JP 
1-152049 A (translation and figures) for example; however, it is weU known to provide such 
seaUng tape with a dimensionally stable film backing in order to confine the adhesive to the 
desired area to be sealed, as evidenced by Shimizu et al. (discussed in paragraph IS above) and 
Eeaney (col. 1 line 12 - col. 2 Hne 14) for example. It would therefore have been obvious to one of 
ordinary skiU in the art to provide the sealing tape in the prior art roof diteh sealing method 
with a dimenstonally stable fihn backing in order to confine the adhesive to the desired area to 
be sealed 

29. Claims 18, 19, 29, and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Japanese Patent Application 1-152049 A in view of Shimizu et al. (5,126,188) (note that if this 
rejection is overcome by means other than amending the claims to distinguish over the reference 
the examiner wiU consider rejections based on the Japanese equivalents JP 3-10545 U, JP 3- 
208221 A, and JP 4-28724) and Eeaney (5,162,149) (note that if this rejection is overcome by 
means other than amending the claims to distinguish over the reference the examiner will 
consider rejections based on equivalent WO 91/18069) as appUed to claims 6, 8, 16, 17, 20, and 25- 
27 above, and further in view of the admitted prior art 

See paragraph 28 above: the claimed fihn of thermosetting epoxy-polyester blend or 
ethylene- vinyl alcohol is a conventional adhesion promoter to standard paints and primers, as 
evidenced by appHcants (specification p. 30 lines 8-12) for example; it would therefore have been 
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obvious to one of ordinaiy skiU in the art to provide the dimensionaJly stable film backing of the 
sealing tape forming the substantially smooth, paintreceptive surface for subsequent painting in 
the above method with such a conventional paint adhesion promoter. As to claim 31, oriented 
polyester film such as MYLAE is notoriously weU known to possess dimensional stability; it 
would therefore have been obvious to one of ordinary skiU in the art to use such notoriously weU 
known oriented polyester film as the dimensionaUy stabte film in the above method. 
30. Claims 9, 12, and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Japanese Patent AppUcatton 1-162049 A in view of Shimi^ et al. (5,126,188) (note that if this 
rejection is overcome by means other than amending the claims to distinguish over the reference 
the examiner will consider rejections based on the Japanese equivalents JP 3-10545 U, JP 3- 
208221 A, and JP 4-28724) and Eeaney (5,162,149) (note that if this rejection is overcome by 
means other than amending the claims to distinguish over the reference the examiner wUl 
consider rejections based on equivalent WO 91/18069) as applied to claims 6, 8, 16, 17, 20, and 25- 
27 above, and further in view of Sohappert et al. (4,822,683). 

See paragraph 28 above: it is weU known to use the claimed semi-crystalHne 
thermosetting epoxy-polyester blend ailhesive in such automotive appUcations in order to obtain 
the known benef if s of epoxy resin adhesives without the detrimental adhesive shrinkage upon 
curing (col. 1 lines 10-55 and col. 6 lines 20-41: thermoplastic polyester is highly crystalUne, so 
blend with epoxy is semicrystalline); it would therefore have been obvious to use the claimed 
semi-crystalline thermosetting epoxy-polyester blend adhesive in the above roof ditoh sealing 
method in order to obtain the known benefits of epoxy resin adhesives without the detrimental 
adhesive shrinkage upon curing. As to claims 12 and 13, oriented polyethylene terephthalate fihn 
such as MYLAK is notoriously well known to possess dimenstonal stability and is the exemplary 
dimensionally stable film in Shimizu et al.; it would therefore have been obvious to one of 
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ordinary sMU in the art to use such notoriously well Imown oriented polyethylene terephthalate 
film as the dimensionally stable film in the above method. 

Allowable Subject MaMer 
31. Although the extensive disclosure and numerous claims make it difficult for the 
examiner to identify allowable subject matter at this time, one feature that might receive 
favorable consideration when added to claim 26 is the requirement that the article has a length 
equal to the length of the roof diteh and a width sUghtly greater than the width of the roof ditoh 
(specification p. 8 lines 3-5) such that the dimensionaUy stable film takes on a concave 
configuration along the length of the roof diteh to provide a channel to carry water off the roof 
of the vehicle (specification p. 8 lines 14-17). 

Conclusion 

38. It should be noted that the appUcation file for parent application 08/047,862 (of which 
this appUcation is a continuation-in-part) is not available to the examiner at this time, so the 
appropriate effective filing date for each of the instant claims cannot yet be determined. 
33. Any inquiry concerning this communication or earUer communications from the 
examiner should be directed to Adrienne C. Johnstone whose telephone number is (571)272-1218. 
The examiner can normally be reached on Monday-Eriday, 10:30AM- 7:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Blaine Copenheaver can be reached on (571)272-1156. The fas phone number for the 
organization where this appUcation or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an appHcation may be obtained from the Patent 
Application Information Retrieval (PAIE) system. Status information for published 
applications may be obtained from either Private PAIE or PubHc PAIE. Status information for 
unpubUshed applications is available through Private PAIR only. For more irrformation about 
the PAIR system, see http:/4,air- directuspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (BBC) at 866-217-9197 (toU-free). 
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